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This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s rejection of clainms 2-35, which constitute
all the clains remaining in the application.

The disclosed invention pertains to a cassette for use
with a recording and reproduci ng apparatus. More
particularly, the cassette contains at |east one electrical
i npedance in which the value of the inpedance defines a
parameter of the cassette. The recording and reproducing
apparatus detects the value of the inpedance in the cassette
and determ nes the cassette paraneter therefrom

Representative claim35 is reproduced as foll ows:

35. An inprovenent in a systemfor recording and/ or
reproducing information signals on/froma record carrier,
whi ch system conpri ses an apparatus having a device for
recordi ng and/or reproducing information signals on/from said
record carrier and a cassette adapted to be inserted into the
appar at us,
whi ch cassette accommpdates said record carrier and conpri ses
at | east one indicator; which by means of one of its
paranmeters indicates at | east one characteristic value of a
fixed elenment of said record carrier, the apparatus conprising
at | east one detection device for the detection of the
paraneter of the indicator, which paraneter indicates the at
| east one characteristic value, wherein the inprovenent
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conprises at |least one electrical inpedance in the cassette as
said indicator in said cassette, the inpedance val ue of said

i npedance defining the paranmeter for the indication of at

| east one characteristic value of a fixed elenent of said
record carrier of said cassette, and

the at | east one detection device of the apparatus is adapted
to detect the paraneter defined by the inpedance val ue of the
at | east one inpedance.

The exam ner relies on the follow ng references:

Sawada et al. (Sawada) 5,434,721 July 18,
1995

(filed May 26,
1993)
Yoshi i 60- 231989 Nov. 18,
1985 Ozawa 02-201789 Aug.
09, 1990

Adel S. Sedra et al. (Sedra), Mcroelectronic Grcuits, 2ND
Edition, 1987 by CBS Col | ege Publishing, pages A-1 to A-13.

The follow ng rejections are before us on this appeal:
1. dains 2, 14, 15, 27, 28 and 35 stand rejected
under 35 U.S.C. 8 102(b) as being anticipated by the
di scl osure of Ozawa.'!

2. Cains 2, 14, 15, 27, 28 and 35 stand rejected

! Our understanding of Ozawa and Y oshii is based upon trandations provided by a contractor
to the United States Patent and Trademark Office. Copies of these trandations are attached to this
decision.
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under 35 U. S.C. § 102(e) as being anticipated by the
di scl osure of Sawada.

3. Cains 3-8, 16-21 and 29-34 stand rejected under
35 U.S.C. §8 103 as bei ng unpatentabl e over the teachi ngs of

Ozawa or Sawada in view of Sedra.

4. Clainms 9-13 and 22-26 stand rejected under 35
U S C 8 103 as bei ng unpatentabl e over the teachings of
Ozawa or Sawada in view of Sedra and Yoshii®.

Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the brief and the answer for

the respective details thereof.

OPI NI ON
We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of anticipation and obvi ousness relied upon by the
exam ner as support for the rejections. W have, |ikew se,
reviewed and taken into consideration, in reaching our
deci sion, the appellants’ argunents set forth in the brief

along with the examner’s rationale in support of the
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rejections and argunents in rebuttal set forth in the
exam ner’ s answer.

It is our view, after consideration of the record
before us, that the disclosures of Ozawa and Sawada do not
fully neet the invention as recited in clains 2, 14, 15, 27,
28 and 35. W are also of the view that the evidence relied
upon and the level of skill in the particular art woul d not

have suggested to one of

ordinary skill in the art the obviousness of the invention as
set forth in clainms 3-13, 16-26 and 29-34. Accordingly, we
reverse

We consider first the rejection of clains 2, 14, 15,
27, 28 and 35 under 35 U S.C. 8 102(b) as being anticipated by
the disclosure of Ozawa. Anticipation is established only
when a single prior art reference discloses, expressly or
under the principles of inherency, each and every el enent of a
clainmed invention as well as disclosing structure which is
capabl e of performng the recited functional limtations. RCA

Corp. v. Applied Digital Data Systenms, Inc., 730 F.2d 1440,

1444, 221 USPQ 385, 388 (Fed. Cir.); cert. dismssed, 468 U. S.
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1228 (1984); WL. Gore and Associates, Inc. v. Grlock, Inc.,

721 F.2d 1540, 1554, 220 USPQ 303, 313 (Fed. Cir. 1983), cert.
deni ed, 469 U.S. 851 (1984).

The exam ner has indicated how he reads these clains
on Ozawa [answer, pages 4-5]. Appellants argue that each of
these clains recites that the inpedance val ue defines the
cassette characteristic and that Ozawa does not teach or inply
t he use of inpedance val ues to encode cassette characteristics
[brief, pages 4-7]. W note that the exam ner has referred to
an |1 C chip connected to part 2 of Ozawa as neeting this

limtation.

We agree with appellants that Ozawa does not fully
meet the invention of these clains. Ozawa's cassette is
designed to carry a menory chip with information that can be
bidirectionally communicated with the recordi ng and
reproducing unit. Appellants are correct that a nenory chip
is not an inpedance and has no inpedance value to indicate
anything. The only inpedance shown in Ozawa’s Figure 3 would
be the | oading detector 8 which nerely detects when the

cassette has been inserted into the recording and reproducing
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unit. The value of the inpedance in |oading detector 8 is
nei t her di scussed by Ozawa nor would its val ue be indicative
of any property of the cassette itself. Since all the
l[imtations of the rejected clainms are not present in the
di scl osure of Ozawa, we do not sustain the rejection of these
clains under 35 U.S.C. § 102(b) based on Ozawa.

We now consider the rejection of clains 2, 14, 15, 27,
28 and 35 under 35 U. S.C. 8§ 102(e) as being anticipated by the
di scl osure of Sawada. The exam ner has indicated how he reads
these clains on Sawada [ answer, pages 5-7]. Appellants argue
that each of these clains recites that the inpedance val ue
contains the cassette characteristic and that Sawada s use of
an I C chip does not teach or suggest the use of inpedance
val ues to encode cassette characteristics [brief, page 7].
Appel I ants al so argue that Sawada’ s conductors 18 do not have
i npedance val ues and Sawada woul d not operate if the
conductors were replaced with i npedance el enents [id., page
8]. We note that the examiner has referred to the I1C chip 15
or conductors 18 of Sawada as neeting this limtation.

We again agree with appellants that Sawada does not

fully neet the invention of these clains. Sawada’ s cassette
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is designed to convey information about the cassette to the
recordi ng and reproduci ng apparatus, but Sawada s cassette
does not use an electrical inpedance to convey this
informati on. Sawada conveys information as to whether a
cassette is an IC type cassette or a termnal type cassette.
Figure 8 shows the |IC type cassette whereas Figure 9 shows the
term nal type cassette. Although the IC type cassette of
Figure 8 does reveal that the cassette is an I C type cassette,
it does not achieve this by use of an inpedance val ue. The
di scl osed integrated circuit is not an inpedance and has no
i npedance value to indicate anything. The term nal type
circuit of Figure 9 has no inpedance elenents at all, and the
exam ner’s position that ordinary conductors (no theoretical
resi stance) are inpedance el enents violates both the ordinary
definition of the termand the disclosed neaning of the term
Since all the elenments of these clains are not present in the
di scl osure of Sawada, we do not sustain the rejection of these
clains under 35 U.S.C. § 102(e) based on Sawada.

We now consider the rejection of clains 3-13, 16-26
and 29-34 under 35 U.S.C. §8 103. 1In rejecting clains under 35

US C 8103, it is incunbent upon the exam ner to establish a
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factual basis to support the |egal conclusion of obviousness.

See In re Fine, 837 F.2d 1071, 1073, 5 USPQd 1596, 1598 (Fed.

Cir. 1988). 1In so doing, the exam ner is expected to make the

factual determ nations set forth in G ahamv. John Deere Co.,

383 U.S. 1, 17, 148 USPQ 459, 467 (1966), and to provide a
reason why one having ordinary skill in the pertinent art
woul d have been led to nodify the prior art or to conbi ne
prior art references to arrive at the clained invention. Such
reason nust stem from sonme teaching, suggestion or inplication
in the prior art as a whole or know edge generally avail abl e

to one having ordinary skill in the art. Uniroyal, Inc. v.

Rudkin-Wley Corp., 837 F.2d 1044, 1051, 5 USPQ@2d 1434, 1438

(Fed. Cir.), cert. denied, 488 U S. 825 (1988); Ashland G|,

Inc. v. Delta Resins & Refractories, Inc., 776 F.2d 281, 293,

227 USPQ 657, 664 (Fed. Cir. 1985), cert. denied, 475 U S.

1017 (1986); ACS Hosp. Sys.., Inc. v. Montefiore Hosp., 732

F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These
showi ngs by the exam ner are an essential part of conplying

with the burden of presenting a prima facie case of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

USP2d 1443, 1444 (Fed. Cir. 1992). |If that burden is net,
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the burden then shifts to the applicant to overcone the prim
facie case with argunent and/or evidence. Cbviousness is then
determ ned on the basis of the evidence as a whole and the

rel ati ve persuasi veness of the argunents. See Id.; Inre
Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. G r

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189

USPQ 143, 147 (CCPA 1976). Only those argunents actually made
by appel | ants have been considered in this decision.

Argunents which appellants coul d have made but chose not to
make in the brief have not been considered [see 37 CFR 8§
1.192(a)].

As noted above, the exam ner’s rejections are based
upon an interpretation of Ozawa or Sawada which is incorrect.
Nei t her Ozawa or Sawada di scl oses or suggests at |east one
el ectrical inpedance in the cassette wherein the inpedance
val ue defines the paraneter of the cassette. The additional
teachi ngs of Sedra and Yoshii, which are used in the
obvi ousness rejections, do not overcone the basic deficiencies

in the primary references to Ozawa and Sawada.
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Since the exam ner inproperly determ ned that the
recitations of the independent clainms were fully net by the
di scl osures of Ozawa or Sawada, the exam ner has not addressed
t he obvi ousness of nodifying any of the applied prior art
references to result in a cassette having an el ectrical
i npedance as set forth in the clained invention.
Consequently, the exami ner has failed to establish a prim
faci e case of the obviousness of the appealed clains. As
noted by the case |law cited above, failure to establish a

prima facie case of obviousness requires that the rejection of

clains 3-13, 16-26 and 29-34 under 35 U.S.C. 8 103 be

rever sed

11



Appeal No. 1997-3970

Appl i cation No.

08/ 391, 379

In summary, we have not sustained any of the

exam ner’s rejections of clains 2-35.

of the exam ner

Therefore, the decision

rejecting clains 2-35 is reversed.

REVERSED

Jerry Smth
Adm ni strative Patent Judge

M chael R Flem ng
Adm ni strative Patent Judge

Eric Frahm
Adm ni strative Patent Judge
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